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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) f\\ed on 30 September 2005 . 
2a)D This action is FINAL. 2b)K This action Is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-31 is/are pending in the application. 
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5) 0 Claim(s) is/are allowed. 
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Application Papers 
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1 !)□ The oath or declaration Is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

1 . The following communication is in response to Applicant's amendment filed 30 
September 2005. 

Status of Claims 

2. Claims 1-31 are pending in this office action. 

Response to Arguments 

3. Applicant's arguments, filed 10 November 2004, with respect to the rejection(s) of 
claim(s) 1-31 under U.S. Patent 6,631,358 have been fully considered and are persuasive. 
Therefore, the rejection has been withdravm. However, upon further consideration, a new 
ground(s) of rejection is established as set forth below. Therefore claims 1-31 are rejected and 
Applicant's request for allowance is respectfully declined. 

Claim Objections 

4. Claim 29 is objected to because of the following informalities: Claim 29 is listed as 
being dependent from claim 26, however it is supposed to be dependent off claim 28. 
Appropriate correction is required. 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

6. Claims 1, 2, 4, 5, 9, 10, 12, 13, 17, 19, 24, 28 and 29 are rejected under 35 U.S.C. 102(e) 
as being anticipated by Hillman et al. (hereinafter Hillman) U.S. Publication 2003/0093342. 

Regarding independent claims 1 and 28, Hillman discloses a method for card activity- 
based mortgage crediting, the method including the steps of: associating card activity with a 
mortgage of a cardholder (page 3, paragraph 0019 and page 2, paragraph 0014); crediting an 
amount to the mortgage responsive to the card activity (page 3, paragraph 0019, page 2, 
paragraph 0015, Table 1 and Figure 2); and generating output including the charge card activity- 
based mortgage crediting (page 2, paragraph 0014); wherein at least some of the steps are carried 
out by a digital electronic computer (page 2, paragraph 0014 and page 2, paragraph 0015). 

Claim 2, ftirther including the step of communicating a ftands transfer to the cardholder 
(page 2, paragraph 0014). 
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Claim 4, communicating a funds transfer to a mortgage servicer (page 3, paragraph 0019 
and page 2, paragraph 0015). 

Claim 5, communicating includes an electronic funds transfer (page 2, paragraph 0015). 

Claim 9 and 10, changing an allocation of the credit activity with the mortgage in 
response to an instruction from the cardholder. These include mortgage and home equity loans 
(page 4, paragraph 0028). 

Claims 12 and 13, changing an allocation of the credit activity with the mortgage in 
response to an instruction from the mortgage holder (page 2, paragraph 0014). 

Claim 17, computing an annual statement of said crediting, and communicating the 
statement to the cardholder (page 2, paragraph 0014 and page 3, paragraph 0022). 

Claim 19, associating a monthly payment with the mortgage and communicating a funds 
transfer including the payment to a mortgage servicer (column 3, paragraph 0022 and page 2, 
paragraph 0015). 

Claim 24, using a second computer to compute a valuation of a mortgage backed security 
in response to indicia of said crediting (Table 1). 
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Claim 29, programming a digital electronic computer to trigger an electronic funds 
transfer to another digital electronic computer (page 2, paragraph 0015). 



Claim Rejections - 35 USC § 103 



7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

10. Claims 3, 6, 25-27 and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hillman et al. (hereinafter Hillman) U.S. Publication 2003/0093342 in view of Pettit U.S. Patent 



4,722,554. 
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Regarding claims 3, 6, 25-27 and 30, 3, 6, 25-27 and 30, Hillman discloses a method for 
card activity-based mortgage crediting, the method including the steps of: associating card 
activity with a mortgage of a cardholder (page 3, paragraph 0019 and page 2, paragraph 0014); 
crediting an amount to the mortgage responsive to the card activity (page 3, paragraph 0019, 
page 2, paragraph 0015, Table 1 and Figure 2); and generating output including the charge card 
activity-based mortgage crediting (page 2, paragraph 0014); wherein at least some of the steps 
are carried out by a digital electronic computer (page 2, paragraph 0014 and page 2, paragraph 
0015). Hillman fails to teach printing a check for the amount; printing a coupon with the amount 
for carrying out the payment of the mortgage with the check; and combining the check and the 
coupon with a statement of the card activity in an envelope so as to address the envelope to the 
cardholder. Pettit teaches n alternative value paper refund form in which a negotiable 
instrument, nominally a check, and one or more coupons. The form is typically used for a rebate 
or refund (column 3, lines 30-47 and column 9, lines 3-25). It would have been obvious to one 
of ordinary skill in the art at the time of the Applicant's invention to modify the teachings of 
Hillman and include payment through postage because it is an efficient manner to transmit 
payment information stemming fi-om a rebate or refund and is extremely well known in the 
financial and billing arts. 

1 1 . Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hillman et 
al. (hereinafter Hillman) U.S. Publication 2003/0093342 in view of Atkins U.S. Patent 
5,644,727. 
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Claims 7 and 8, Hiilman teaches a method for card activity-based mortgage crediting, the 
method including the steps of: associating card activity with a mortgage of a cardholder (page 3, 
paragraph 0019 and page 2, paragraph 0014); crediting an amount to the mortgage responsive to 
the card activity (page 3, paragraph 0019, page 2, paragraph 0015, Table 1 and Figure 2); and 
generating output including the charge card activity-based mortgage crediting (page 2, paragraph 
0014); wherein at least some of the steps are carried out by a digital electronic computer (page 2, 
paragraph 0014 and page 2, paragraph 0015). Hiilman fails to teach forecasting repayment of 
the mortgage. Atkins teaches the management of accounts that includes the forecasting of 
mortgage payments (column 43, lines 47-61 and Table 16). It would have been obvious to one 
of ordinary skill in the art at the time of the Applicant's invention to modify the teachings of 
Hiilman and include forecasting the mortgage payment as taught by Atkins because it elaborates 
on the statement taught by Hiilman to include specific information regarding the account, that an 
account holder would deem pertinent. 

12. Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hiilman et 
al. (hereinafter Hiilman) U.S. Publication 2003/0093342 in view of Atkins U.S. Patent 
4,953,085. 

Claims 11, 14, 15 and 18, Hiilman teaches a method for card activity-based mortgage 
crediting, the method including the steps of: associating card activity with a mortgage of a 
cardholder (page 3, paragraph 0019 and page 2, paragraph 0014); crediting an amount to the 
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mortgage responsive to the card activity (page 3, paragraph 0019, page 2, paragraph 0015, Table 
1 and Figure 2); and generating output including the charge card activity-based mortgage 
crediting (page 2, paragraph 0014); wherein at least some of the steps are carried out by a digital 
electronic computer (page 2, paragraph 0014 and page 2, paragraph 0015). Hillman further 
teaches payment according to principle (Table 1). Hillman fails to teach allocating payment 
between the interest and principle. Atkins teaches account operation that schedules mortgage 
payments between the interest and principle (column 12, lines 10-39). Therefore it would have 
been obvious to one of ordinary skill in the art at the time of the Applicant's invention to modify 
the teachings of Atkins and include payment to either principle or interest because they both 
require payments that the customer is interested in allocating the credit. 

13. Claims 16 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hillman 
et al. (hereinafter Hillman) U.S. Publication 2003/0093342 in view of Ogilvie U.S. Patent 
6,631,358. 

14. Claims 16 and 23, Hillman teaches a method for card activity-based mortgage crediting, 
the method including the steps of: associating card activity with a mortgage of a cardholder 
(page 3, paragraph 0019 and page 2, paragraph 0014); crediting an amount to the mortgage 
responsive to the card activity (page 3, paragraph 0019, page 2, paragraph 0015, Table 1 and 
Figure 2); and generating output including the charge card activity-based mortgage crediting 
(page 2, paragraph 0014); wherein at least some of the steps are carried out by a digital electronic 
computer (page 2, paragraph 0014 and page 2, paragraph 0015). Hillman fails to teach allocating 
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a portion to charity. Ogilvie teaches directing funds on behalf of a consumer including towards a 
charity (column 4, lines 11-19). It would have been obvious to one of ordinary skill in the art at 
the time of the Applicant's invention to modify the teachings of Hillman and include the charity 
teachings of Ogilvie because Hillman teaches that the payment can be allocated between 
numerous accounts including outside accounts. The charity is merely an outside account. 

15. Claims 20-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hillman et 
al. (hereinafter Hillman) U.S. Publication 2003/0093342. 

Claims 20 and 21, Hillman teaches a method for card activity-based mortgage crediting, 
the method including the steps of: associating card activity with a mortgage of a cardholder 
(page 3, paragraph 0019 and page 2, paragraph 0014); crediting an amount to the mortgage 
responsive to the card activity (page 3, paragraph 0019, page 2, paragraph 0015, Table 1 and 
Figure 2); and generating output including the charge card activity-based mortgage crediting 
(page 2, paragraph 0014); wherein at least some of the steps are carried out by a digital electronic 
computer (page 2, paragraph 0014 and page 2, paragraph 0015). Hillman fails to teach the 
ability to allocate credit activity from a second cardholder. Official Notice is taken that funding 
from a second cardholder is old and well known in the financial arts. Therefore it would have 
been obvious to one of ordinary skill in the art to include allocating credit activity from a second 
cardholder because any number of cards could be added to associate card activity with the 
mortgage since they all perform in the same manner as the original card used to fund the 
mortgage. 
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Claim 22, Hillman teaches a method for card activity-based mortgage crediting, the 
method including the steps of: associating card activity with a mortgage of a cardholder (page 3, 
paragraph 0019 and page 2, paragraph 0014); crediting an amount to the mortgage responsive to 
the card activity (page 3, paragraph 0019, page 2, paragraph 0015, Table 1 and Figure 2); and 
generating output including the charge card activity-based mortgage crediting (page 2, paragraph 
0014); wherein at least some of the steps are carried out by a digital electronic computer (page 2, 
paragraph 0014 and page 2, paragraph 0015). Official Notice is taken that funding from a 
second cardholder is old and well known in the financial arts. Therefore it would have been 
obvious to one of ordinary skill in the art to include allocating credit activity from a second 
cardholder because any number of cards could be added to associate card activity with the 
mortgage since they all perform in the same manner as the original card used to fund the 
mortgage. 

16. Claim 31 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hillman et al. 
(hereinafter Hillman) U.S. Publication 2003/0093342 in view of Sullivan U.S. Patent 6,941,279. 

Hillman teaches a method for card activity-based mortgage crediting, the method 
including the steps of: associating card activity with a mortgage of a cardholder (page 3, 
paragraph 0019 and page 2, paragraph 0014); crediting an amount to the mortgage responsive to 
the card activity (page 3, paragraph 0019, page 2, paragraph 0015, Table 1 and Figure 2); and 
generating output including the charge card activity-based mortgage crediting (page 2, paragraph 
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0014); wherein at least some of the steps are carried out by a digital electronic computer (page 2, 
paragraph 0014 and page 2, paragraph 0015). Hillman fails to specify that these steps are 
performed over the internet. Sullivan teaches a mutual fund card method and system that 
associated card activity with a mutual fun wherein payment and receipt are performed over the 
internet (column 6, lines 50-60). Therefore it would have obvious to one of ordinary skill in the 
art to modify the teachings of Hillman and include the teachings of Sullivan because it provides 
an efficient communication means to allocate payments while associated card contribution to an 
account of a customer. 



Conclusion 

17. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stefano Karmis whose telephone number is (571) 272-6744. The 
examiner can normally be reached on M-F: 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached on (571) 272-6747. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Respectfully Submitted 
Stefano Karmis 
08 December 2005 
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